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CERTIFICATE OF TRANSMISSION UNDER 37 CFR 1.8 

I hereby certify that rhis correspondence is being facsimile transmitted lo the U.S. Parent and 
Trademark Office on November 13, 2000 



By:. 

Leslie Lindsay /J 




IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Applicant: Bitner, et al. Docket No: 16026.9038 

Serial No.: 09/475,958 Group Art Unit: 1655 

Filed: 12/30/99 Examiner: B. Sisson 

FOR: CELL CONCENTRATION AND LYSATE CLEARANCE 

USING PARAMAGNETIC PARTICLES 

INFORMATION DISCLOSURE STATEMENT FILED CONCURRENTLY 
WITH REQUEST FOR CONTINUED EXAMINATION (RCE) PURSUANT 

T0 37CFRl.97(l)(b) 

Assistant Commissioner for Patents 
Washington, DC 20231 

Sir. 

This Information Disclosure Statement is filed concurrently with a. Request for 
Continued Examination (RCE) of U.S. Serial No. 09/475,958, filed December 30, 
1999, which claims priority to provisional application 60/134,156, filed May 14, 
1999. The RCE is being filed specifically to allow the Patent and Trademark Office 
to consider DE 195 12 368A, U.S. Patent No. 6,117,398, PCT Pub. WO 96/31781, 
and an English translation of DE 195 12 368A. 

Pursuant to 37 CFR §§ 1.97-1.98, Applicants submit herewith a listing of 
documents not previously submitted to or cited by the Patent Office. A copy of each 
document listed will be submitted under separate cover. With the exception of the 
above-noted art, all the listed publications were submitted to or cited by the Patent 
and Trademark Office during the prosecution of a divisional application and are being 
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brought to the attei^^i of the Patent and Trademark Offic^fei an abundance of 
caution, 

the submission of the listed documents is not intended as an admission that 
any such document constitutes prior art against the claims of the present application. 
Applicant does not waive any rights to take any action that would be appropriate to 
antedate or otherwise remove any listed document as a competent reference against 
the claims of ihe present application. 

Applicant respectfully request that the listed documents be considered by the 
Examiner, be made of record in the present application and that an initialed copy of 
Form PTO-1449 be returned in accordance with MPEP § 609. 




Attorney for Applicants 
Reg. No. 42, 518 



iff] A. FafiHander 



MICHAEL BEST & FR1EDRICH LLP 
One South Pinckney Street, Suite 700 
P. O. Box 1806 

Madison, Wisconsin 53701-1806 
(608) 257-3501 

Q:\CLIENT\16O26\9O38\BO032051 1 1/08/00 
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Trademark Office on November 13, 2000. 




Leslie Lindsay 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



PATENT 



Applicant(s): 
Serial No.: 
Filed: 
For: 



Bitner et al. 

09/475,958 

12/30/99 



Docket No.: 
Group Art Unit: 
Examiner; 



16026-9038 
1655 
B. Sisson 



CELL CONCENTRATION AND LYSATE CLEARANCE USING 
PARAMAGNETIC PARTICLES 



TRANSMITTAL OF AN INFORMATION DISCLOSURE STATEMENT 
WITH CONCURRENTLY FILED REQUEST FOR CONTINUED EXAMINATION 
APPLICATION (RCE) PURSUANT TO (37 CFR 1.97(b)(1)) 

Assistant Commissioner for Patents 
Washington, DC 20231 

Sirs: 

In compliance with the requirements of 37 CFR § 1.97(b)(1) and pursuant to the duty of 
disclosure of 37 CFR § 1,56, applicants wish to draw the Examiner's attention to the documents listed 
on accompanying Form PTO- 1449. A copy of each document will be submitted under separate cover.. 

The information disclosure statement submitted herewith is being filed concurrently with a 
Request for Continued Examination Application. 

Respectfully submirted, 




teg. No. 42,518 



MICHAEL BEST & FRIEDRICH LLP 
One South Pinckncy Street* Sufte 700 
P.O.Box 1806 

Madison, Wisconsin 53701-1806 
(608) 257-3501 



11/13/2000 14:01 FAX MICHAEL BEST ©Oil 



patUt cooperation treat 



From the INTERNATIONAL SEARCHING AUTHORITY 



MICHAEL BEST & FMEDRICH 
Attn. FRENCHICK, G. /**« 
One South Pinckney Street 
Suite 700 

Madison, WI 53703 
UNITED STATES OF AMERICA 



a? 



P -^.-.titf^lCATOl! OF TRANSMITTAL OF 
REC6l^^!^ ONALSEARC H REPORT 
, nnM . OR THE DECLARATION 

OCT 3 2000. 

DOCKETING 
MADISON, Wl 



(PCT Rule 44.1) 
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Dale of mailing 
(day/month/year) 



29/09/2000 



Applicants or agent's file reference 
16026/9038 



International application No. 
PCT/US 99/31207 



FOR FURTHER ACTION Sea paragraphs 1 and 4 below 



International filing date 
(day/morUhfyear) 30/12/1999 




Where? Directly to the International Bureau o| IWIPO 
* 34 chemin des Colombettes 

1211 Geneva 20, Switzerland .() 49/00 

Fasdmlle No.. (41-22) 740.14.35 J^Date WlM.- -tV* 

F „r more detail inetructions, see Ihe notes on the accompanying sheet. Ju^J- - 

2 n TT.eapplic.nnshere.yno^d^no .national Search Report will be established and that .he d«under 

LJ Art ide 17(2){a) to that effect is uansmitied herewith. 

3 I"! With regard to the protest against payment * (an) additional fee(s) under Rule 40.2. me applicant is noticed that 
Q no deacon has been made yet on the protest; the applicant « be notified as soon as a decision is made. 



4. Further action(s): TrW appfii 



jlnded or ihe following^ . ^ . 

— jL^JUtJ^ £*- Wk * u Aorm meprescrlbed acts tor entry into the national phase 

priority date or could not be elected because they are nor bound by Chapter II. 



Name and mailing address of the International Searching Authority 
European Parent Office, P.B. 5818 Parentlaan 2 
NL-22B0 HV Rijswljk * 
Tel, (+3WO) 3*0-2040, Tic 31 651 epo nl> 
Fax: (+31-70) 340-3016 



Authorized otficer 

Catherine Humbert 



Form PCT/l$A/220(July199B) 
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NOTES TO FORM PCT/ISA/220 



Moles are oaaw on r^----- _ th99e Not as and mose requin 

under IM Treaty. In case Guine, * pubKc-ton of WlPO 

detailed information, see abo the PCT Appitoa™ 



ln these M— — "S«ti--^ * ^visions otlhe 
Administrative Instructions respectively, 



PCT, the PCT Regulations and the PCT 



INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE 19 

a*licarrfh«,.flerh»^ 8 r«^^ 

r*^ . _ ,._ « it hrdMmnr ha erTiDhaaizea >n«i »inc" » ._ ^<*a,,~, thmm is usual 



no n«d to file amendment* o "™« — — r tor amending the cla-ms before inn 



What p-rta ot th. IrfUimatJoraJ application maybe amended? 

Under Articto 1 9, only tha claims may be amended. 

Article 34 before the International Examining Authority* 

Ur-n entry fctotnen^ir^^ 
□rT^ert applicable. Article 41 . 

(Rule 461). 



\!t!hira not to file the amendments? 

The amendment, may only to filed with the International Bureau and not *ffh the lieMg Office or the 
International Searching Authority (Rule 46.2). 

Wham a demand for international preliminary e.amination has been/ia filed, ftW below. 



Haw? 



Either by cancelling one or more entire claims, by adding one or more 



new claims or by amending the text of 



A replacement aheet mist to emitted for each sheet of the daim. -hicn , on account of on am***™*, or 
amendments, differs, from the shoot originally Hod. 

be renumbered consecutively (Adminiatrativ© Instructions, Section 205(b)). 

The -nendmenl- must be made In the language It. which the International application I. to be public. 



What documents must/may accompany the ainendniortti7 
Loner (Section 205(b)); 

The amendment* must be submitted wilh a letter. 
Is French, the leoer must be In French. 



Notes to Form PCT/ISA/220 (first sheet) (January 199*) 
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MOTES TO FORM PCT/ISA/220 (continued) 



S£ ^U^lti^nTc^-minfl several claim, ma, be aroup^.Whether 



(0 

p) 

Oii) 
M 



IhB claim ia unchanged; 
the claim a cancelled; 
the claim b new; 

the claim replaces one or more d aim* as filed; 

the claim is the result ol the division of a claim s* Wed. 



T»e fbHoe** .»m»-e. im..tr«. «h. manner in which amendment, mu,. be «pM»- In «h» 

accompanying letter: 

daiR* 30, 33 and 36 unchanged; new daimu 49 to 51 added. 



2. 



11]: 



iWher* ^nally^wsra iSclaims and after amendment o» all dither, are 
■Claim* 1 to t S replaced by amended claim* 1 to 11 . 
[When, oHainai.ylhen, -ere 14 Cairns andfhe ^end m en b con^ « cancel ec^e d.,m B and .^n B 
new claims]: canceled' new claims 1 5 , 1 6 and 1 7 added." or 

^^^^^ 

daim 1 4; claim 17 aubdMdad mto amended dailTO 1S, 1B and 17, new claims c 



-Statement under article 18(1)" (Hula «.«) 
Artide 19(1)). 

The -tetament .ill be published with the .rrternationaj application and the amended daim.. 
ri must b- In the languege In whloh the International apppltarton l> lo b- published. 

It mut be bri<rf. not elding 500 words i( W, En B Uh °r if Iran-lated into English. 

preferably by uainp. the worda •Statement Under Artido 1 9(11- 

report may be made only in connection with on amendment ol thai claim. 

Consequence If a demand tor International preliminary elimination Ha» »"~dy beer, filed 

Authority (tea Hule 62.2(a). firs! sentenco). 
Consequence .It* ™g»d to translation ol ma rntemailo™! anpiiollon lor entry mto me nation* phs*» 

in addilion to, the tranalation of the daims s» filed. 

For further details on the requirement* of each dm.gnate^iectod Office, *ee Volume II of the PCT Apf-icanVa 
Guide. 
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Applicant's or agent's file reference 

16026/9038 



international application No. 

PCT/US 99/31207 



ACTION 



'international filing date (day/month/year) 

30/12/1999 



"(Earliest) Priority Date (day/monih/year) 

14/05/1999 



Applicant 

P RQM EGA CORPORATION 




This International Search Report consists of a total oi 3 



sheets. 



1 - Bafi ' S ° f rBp0rt thfl international search was carried out on the basis Ot the internal application in the 



the internal, search was carried out on the basis ot a Nation ot the international applied MnW to this 
- Authority (FW. 23.1(b)). ^ ence ^^^ 

b With regard to any nucleotide and/or ammo acid sequence oiscioaeu 
was carried out on the basis ol the sequence listing ; 
Q contained in the international application In written form. ■ 

filed together with the international application in computer readable torm. 
furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readble form. 



□ 



□ 
□ 



□ 
□ 

□ 



Turmsneu auwo^uoimj >w . . , , 

, h6 statement that .he subsequent furnehed written sequence listing does no, go beyond the disclosure ,nthe 
International application as filed has bBen furnished. 

the statement that the information recorded In computer readme term to idenrical to the written sequence Irsting has been 
furnished 



2. Q Certain claims were lound unsearchable (See Box I). 

3 n Unity ° f mvent|on |s iackjn 3 i see Bo51 "j* 

4. With regard to the title, 

(TJ the text is approved as submitted by the applicant. 

p the text has been established by this Authority to read as follows; 



5. With regard to the absnact, 

6. The figure of the drawings to be published with the abstract is Figure No. 

P] as suggested by the applicant. 
Q because the applicant failed to suggest a figure. 
Q because this figure better characterizes the invention. 



[T] Moneolthe figures. 
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I PCT/US 99^207_ 
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____ t . ( , ftrtd where practical search larma u=ea, 

EPO-Internal, WPI Data, BIOSIS, PAO, MEDLINE 




US S 681 946 A ( REEVE MICHAEL ALAN) 
28 October 1997 (1997-10-28) 
cited in the application 

abstract 

column 2, line 36 - line 46 
column 3, line 14 - line 18 
column 6, line 48 -column 7, line 6 
column 8, line 10 - line 34 
column 11, line 43 - line 47 

examples 1,2,6,7 

claims 1,3,5,7 

DE 195 12 368 A (BOEHRINGER MANNHEIM GMBH) 

2 October 1996 (1996-10-02) 

abstract 

page 5, line 36 - line 45 
page 1, line 64 -page 2, line 1 

-I- 



1-3,8,9, 
11,16, 
21-23, 
30-32,36 



1-4 



,0 



Further documenta are Hated in the continuation ol box C 



Patent family members are Haled in anno*. 



" Special categories of <?bed documents : 



«A" document dettning the general stale of lh« art which ia nOl 
' considered to bo of particular relevance 
[ «e u earlier documontbuipubllshGd on or after Ihe International 
riling date 

-i - document which may throw doubt* on priority clalm(s}or 
L wn1S i fe dS I to JtabtMi Ihe publication date ol another 

citation or other special reason (as specified) 
•O- document rererring ban oral disclosure, us*, exhibition or 

other means 

•P* document published prior to the international llllng date but 
laier than the priority data claimed ^ 



T latBfaocumerUpubllahedanerttw International l ining da^ lo 
o? priSS "dale ^nd not In conlllci with me ^IcflUon put 
ctedto understand the principle or theory underlying the 
Invention 

document of particular relevance; the claimed Mention 
cannot be corwldered novel or cannot be considered to 
MM an ir^anlive atep When the document le taken alone 
-V- document of particular relevance; the claimed I^Jon 
cannot be considered to involve an invenhv* ^^ocu- 
document la combined With one or ^^'^l^^ 
nwits, such combtnallon being obvious to a person Jellied 
in the an. 

»&» document memD«r ol the same patent family 



I Date of the actual completion ot the international search 

22 September 2000 



Date ol mailing ol the International search report 



| Name and mailing address of the ISA ^ 
European Patent Olllce, P.B. 581 6 Falerillaah 2 
ML - 22B0 HV Bl|Bwijk 
Tel. (+31-70) 346-2040, Tx. 31 651 epo nl. 
Fax: I+31-70) 340-3016 
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~p — .i-.iMior.'i DOCUt^bNf S CONSIDERED IP HELEV&NT 

K ~«* Bl » appropriate, ollhe wleva* passages 



Category ' 



Citation °l document, wllh indicatory 



UO 98 31840 A (PR0MEGA CORP) 
23 July 1998 (1998-07-23) 
cited in the application 
the whole document, 

E P o 741 141 A (HEWLETT PACKARD CO) 
6 November 1996 (1996-11-06) 
abstract . 
column 8, line 29 - line 33 
column 8, line 44 - line . « 



1-36 



7,15,19 
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